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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on October 
29, 2008 has been entered. 

2. Claims 1 and 5 have been amended. Claim 3 has been cancelled. Claims 1 , 2 
and 4-7 are pending and are rejected for the reasons given below. 

Claim Interpretation 

1 . Claims 1 and 5 are directed to a positive active material comprising particles 
each having a layered structure, wherein the layered particles comprise an inner particle 
and a coating layer comprising a homogenous compound oxide of lithium and titanium 
formed on at least parts of the surface of the inner particle (emphasis added). Applicant 
is reminded that, according to the MPEP comprising is an open-ended term, analogous 
to including or containing, and does not limit (MPEP 21 1 1 .03). In other words, according 
to the instantly filed claims, the positive active material comprises particles each having 
a layered structure, but may also comprise any other particles or components. The 
coating layer of the instant claims comprises a homogenous compound oxide of lithium 
and titanium, but is not limited to only the homogenous compound oxide. In other words, 
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according to the language of the claims, the compound oxide of lithium and titanium, 
which is formed on at least parts of the surface of the inner particle, makes up part of 
the coating layer, but not necessarily the entire compound layer, since the coating layer 
comprises the compound oxide. 

For the purposes of examination, the claims will be given their broadest 
reasonable interpretations, including the interpretation of the term "comprising" as 
defined in Section 21 1 1 .03 of the MPEP. 

2. Claim 6 contains product by process limitations to the way the coating layer is 
attached to the inner particle. The product-by-process limitations are not given 
patentable weight since the courts have held that patentability is based on a product 
itself, even if the prior art product is made by a different process (see MPEP 21 13, In re 
Thorpe . 227 USPQ 964, (CAFC 1985), In re Brown , 173 USPQ 685 (CCPA 1972), and 
In re Marosi . 218 USPQ 289, 292-293 (CAFC 1983)). 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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4. Claims 1 , 2 and 5-7 are rejected under 35 U.S.C. 1 03(a) as being unpatentable 
over Oesten et al. (US 2001/0046628 A1 ) in view of Spitler (US 2004/0197657). 

Oesten et al. disclose a coated lithium nickel mixed oxide particle and the 
method of making the particle for use as the cathode material in an electrochemical cell. 
The coated lithium mixed oxide particles are used to improve the properties of the 
electrochemical cell. The particle core is a lithium mixed oxide containing nickel ([0032]) 
such as Li x NiyMn 2 -y04. The particle coating is a metal oxide ([0033], [0034]). The use of 
titanium oxide as the particle coating is disclosed ([0034]). 

The lithium mixed oxide particles of the active material of Oesten et al. 
correspond to the inner particle of lithium and nickel oxide in claims 1 and 5 of the 
instant application. The particle coating of, for example, titanium oxide as taught by 
Oesten et al. corresponds to the outer coating, an oxide of lithium and titanium, of the 
instant application. As in the instant application, the titanium oxide of Oesten et al. is 
coated on particles of the lithium mixed oxide containing nickel. 

Regarding claims 2 and 7, Oesten et al. do not explicitly teach that the weight 
ratio of the first compound oxide to the second compound oxide is between 96:4 and 
65:35. Oesten et al. do teach that the weight ratio of the coating metal oxide to the 
lithium mixed oxide particles is from 0.01 to 20 percent. The weight ratio of the alkali 
metal to the lithium mixed oxide particles in the cathode is from 0.01 to 10 percent. It 
would have been obvious to one having ordinary skill in the art at the time the invention 
was made to optimize the weight relationship between the core oxide material and the 
coating oxide material such as taught by Oesten et al. in order to provide a thick enough 
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coating that inhibits the undesirable reactions of the acid with the electrode material. It 
has been held that where general conditions of a claim are disclosed in the prior art, 
discovering the optimum or workable range involves only routine skill in the art. In re 
Aller, 105 USPQ 233. MPEP 2144.05 (MB). 

Regarding claim 6, Oesten et al. teach a particle having an inner particle and an 
outer coating. As discussed above, the method by which the particle is made is not 
given patentable weight. 

As for claims 1 and 5, Oesten et al. fail to teach that the titanium oxide particle 
coating is one of those listed in the claims. Additionally, Oesten et al. fail to teach the 
limitation that the titanium oxide material has a spinel structure. 

Spitler et al. teach the use of a lithium titanium spinel oxide (Li 4 Ti 5 0i2) as the 
positive material for the cathode of a lithium ion battery ([0001]). 

Spitler et al. further teach that the lithium titanate spinel oxide allows for 
extremely high charge and discharge rates and a large number of charge and discharge 
cycles ([0022]). 

With regard to the limitations concerning the homogeneity of the compound 
oxide, Spitler et al. teach the lithium titanate spinel oxide of the claims and do not teach 
the oxide being part of a mixture - it is homogenous. 

It would be desirable to use the lithium titanium spinel oxide (Li 4 Ti 5 0i2) of Spitler 
et al. as the lithium oxide of the coating of Oesten et al. since the lithium titanium spinel 
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oxide (Li 4 Ti 5 0i2) allows for extremely high charge and discharge rates and a large 
number of charge and discharge cycles. 

Therefore, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to modify the mixture of alkali metal compounds and 
metal oxides coating of Oesten et al. to include a spinel lithium titanate oxide as the 
titanium oxide material such as taught by Spitler et al. in order to enhance the charge 
and discharge rate of the electrochemical cell. Such a spinel compound is structurally 
stable in the electrolyte of the battery. 

5. Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Oesten et 
al. in view of Spitler et al. as applied to claim 1 above, and further in view of Naruoka et 
al. (US 6,893,766 B2). 

The teachings of Oesten et al. and Spitler et al. as discussed above are 
incorporated herein. 

Oesten et al. and Spitler et al. teach the coated positive electrode active material 
of the instantly claimed invention, but fail to teach that the material has a mean particle 
diameter of 5 to 20 urn. 

Naruoka et al. teach a positive active material for a secondary battery. The 
positive active material is lithium nickel composite oxide (col. 2 lines 45-56). The mean 
particle diameter of the lithium nickel composite oxide is 4 to 25 urn (col. 3 lines 44-51 ). 

Naruoka et al. teach that if the mean particle diameter of the positive electrode 
active material is smaller than 4 urn, there may not be continuous contact with the 
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electrically conductive material. Naruoka et al. also teach that if the mean particle 
diameter of the positive electrode active material is larger than 25 urn, the electrolyte 
may not penetrate the electrode material. This would adversely affect the charge and 
discharge rates of the battery (col. 3 lines 51-59). 

It would be desirable to use make the positive active material of Oesten et al. in 
view of Spitler et al. having particles in the range of 4-25 urn, within which 5-20 urn falls, 
since particle sizes outside of that range adversely affect the charge and discharge 
rates of the battery, either by preventing continuous contact with the electrically 
conductive material or by not allowing the electrolyte to penetrate the electrode material. 

Therefore, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to form the positive electrode active material of Oesten 
et al. in view of Spitler et al. having a mean particle size in the range of 5 to 20 urn as 
taught by Naruoka et al. in order to maintain electrical conductivity within the battery and 
improve charge and discharge rates in the battery. 

Response to Arguments 

6. Applicant's arguments filed October 29, 2008 have been fully considered but they 
are not persuasive. 

On page 4, Applicant argues that the product-by-process limitations of claim 6 
should be given patentable weight. The examiner holds that Oesten et al. in view of 
Spitler et al. teach the claimed structure - inner particle with fused coating - but do not 
need to teach the method by which the components are fused. Oesten et al. teach that 
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the coated particles are calcined at a high temperature, 500°C and above ([0138], 
[0139], [0141], [0142], [0144], [0146]). As evidenced by Wariishi et al. (US 6,902,850), 
this step would result in fusion of the inner particle and the coating (column 37 line 66 - 
column 8 line 33). 

On page 5, in the last paragraph, Applicant argues that the coated particles of 
Oesten et al. improve acid stability, but that the coating of Oesten et al. "is not an 
effective coating for improving conductivity and maintaining cycle durability." Applicant 
previously argued this, and the examiner asked for proof of the allegedly improved 
characteristics. Applicant has directed the examiner to page 6 of the instant 
specification, where it is stated that the claimed particles have "superior conductivity" 
and "superior high temperature property." The examiner does not understand how the 
teachings of page 6 of the instant specification prove that the particles of Oesten et al. 
in view of Spitler et al. do not have the same properties, since Applicant is arguing only 
against Oesten et al. in this part of the argument (page 5 of the Remarks). One cannot 
show nonobviousness by attacking references individually where the rejections are 
based on combinations of references. See In re Keller, 642 F.2d 413, 208 USPQ 871 
(CCPA 1981); In re Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). 

On the top of page 6, Applicant continues to argue that the teaching of Oesten et 
al. is that the particle improves acid stability. Applicant is reminded that the rejection 
presented is of claims 1 and 5 over Oesten et al. in view of Spitler et al. Further, 
Applicant is not claiming, and cannot claim, the function of the particles when the 
rejection renders obvious the claimed structure. The fact that applicant has recognized 
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another advantage which would flow naturally from following the suggestion of the prior 
art cannot be the basis for patentability when the differences would otherwise be 
obvious. See Ex parte Obiaya, 227 USPQ 58, 60 (Bd. Pat. App. & Inter. 1985). 

Next, Applicant argues that Spitler et al. "does not ... teach or even fairly suggest 
lithium titanium spinel oxide as a coating layer," and that its use as a coating layer 
would not have been obvious, since Oesten et al. "does not teach or even fairly suggest 
a coating that is capable of improving conductivity and maintaining capacity and cycle 
durability." 

Again, Applicant is arguing that the combination of Oesten et al. in view of Spitler 
et al. must not only teach the claimed structure, but also teach Applicant's reason for 
making the particles. This is not true - Oesten et al. in view of Spitler et al. must only 
render obvious the claimed structure. The reason for making or using the claimed 
structure is not relevant as long as the claimed structure is anticipated or obvious. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Alix Elizabeth Echelmeyer whose telephone number is 
(571 )272-1 1 01 . The examiner can normally be reached on Mon-Fri 8-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patrick Ryan can be reached on 571-272-1292. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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Supervisory Patent Examiner, Art Unit 1795 Examiner 
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